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DUNCAN, Circuit Judge:

In these cross-appeals, the parties to the underlying
trademark action contest the district court’s denial of their
cross-nmotions for summary judgnment on their conpeting clains of
trademark infringenent. Prior to filing their notions, both
parties admtted during discovery that there was a |ikelihood of
confusi on between the Appellant’s use of its mark “The BI G Lot!”
and the Appellee’s use of its marks “BIG LOTS!” and “BIG! LOIS.”
In finding that neither party could denonstrate infringenent, the
district court concluded that the marks in question were not
confusingly simlar, despite the parties’ admssions to the
contrary. Because the court inpermssibly disregarded the parties’
di scovery adm ssions, we vacate the district court’s order and

remand for further proceedings.

I .

The i ssues in this appeal arise fromthe foll ow ng sequence of
events. In 1997, Appellant/Cross-Appell ee Consolidated Property
Hol dings, Inc. (“CPH "), the parent conpany of Big Lots Stores,
Inc., filed an application with the United States Patent and
Trademark O fice (“PTO') to register the word mark “BIG LOTS.”
CPH has used this mark since 1985 to identify its nati onw de chain

of Big Lots stores, which sell discount and close-out retail



merchandi se.* The PTO granted CPHI's application and registered
“BIGLOTS” as U.S. Trademark No. 2,087,643 (the 643 nmark) on August
12, 1997.

In 1998, Appelleel/ Cross-Appellant Adventis began an online
used car classifieds service on t he website
<http://ww.t hebiglot.conm>. To market this service, Adventis began
using the mark “The BIG Lot!” in connection with its website
Adventis filed U S. Trademark Application No. 78/069,918 for “The
BIG Lot!” (the 918 mark) with the PTO on June 19, 2001, claimng a
first use in comrerce on May 3, 2001.

At about the sane tine Adventis began using the 918 mark, CPH
i ntroduced two new nmarks as part of an effort to “roll[] out [a]
new national imge.” J.A 183. These marks were “BlI G LOTS!” and
“BIG! LOTS.” Shortly thereafter, CPH becane aware of Aventis’s
918 mark and sent a cease and desist letter dated August 7, 2001,
asserting that its 643 word nmark, fromwhich its two new marks was
derived, was senior to Adventis's 918 mark and that the 918 mark
was confusingly simlar. Three weeks later, CPH filed U.S.
Trademar k Application No. 76/ 305,489 for the mark “BI G LOTS!” (the
489 mark) and Application No. 76/305,490 for the mark “BIG! LOTS”

(the 490 mark), claimng a first use of these marks in My 2001.°2

!CPHI also operates an internet site but does not sel
mer chandi se through it.

The PTO prelinmnarily denied CPH 's applications, asserting
a likelihood of confusion with Adventis’s 918 mark.
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Unable to resolve its differences wth CPH , Adventis filed
this action on April 25, 2002. 1In its anended conplaint, Adventis
charged CPHI with federal trademark infringenent under the Lanham
Act, see 15 U S. C. 8§ 1125(a)(1)(A), and common |aw tradenark
i nfringenent. In its counterclaim CPH presented five clains:
trademark i nfri ngenent under the LanhamAct, unfair conpetition and
fal se designation of origin, trademark dilution, common |aw
trademark i nfringenment, and comon | aw unfair conpetition. During
di scovery, each party requested that the other admt pursuant to
Federal Rule of Cvil Procedure 36 that the nmarks in question were
confusingly simlar. Adventis denied that its 918 mark was
confusingly simlar to CPH's 643 mark but admtted that there was
a likelihood of confusion between its mark and CPH 's nore recent
489 and 490 marks. For its part, CPH admtted that there existed
a |1 kelihood of confusion between all of its marks and Adventis’s
918 mark. Drawing on these adm ssions, the parties filed cross-
nmotions for summary judgenent.

The district court denied the parties’ notions as to their
claims of infringenent under the Lanham Act, however, based
principally on its determnation that (contrary to the parties
adm ssi ons) none of the marks i n question were confusingly simlar.
The court reasoned that the differences in presentation between the
various marks and the different nodes of commerce in which the

parties operated sufficed to distinguish the marks. As a result,



the court found no infringement by either party. Al t hough the
court’s order did not address the parties’ conmon |aw clains or
CPH's federal dilution claim the court certified its summary
judgnment order for interlocutory appeal pursuant to 28 U S. C

8§ 1292, and this court accepted the appeal.

.
We review de novo the grant or denial of summary judgnment on

i nfringenent clains under the Lanham Act. See AT&T Wreless PCS

Inc. v. Wnston-Sal em Zoni ng Bd. of Adjustment, 172 F.3d 307, 312

(4th Cr. 1999). Summary judgnent is never appropriate unless
there is no genuine issue of material fact and the noving party is

entitled to judgnent as a matter of law. Celotex Corp. v. Catrett,

477 U.S. 317, 322 (1986). In naking this assessnent, we apply the
sane tests and standards used by the district court and consider
the facts (and reasonabl e i nferences drawn therefron) in the Iight

nost favorable to the non-novant. See Blair v. Defender Servs.

Inc., 386 F.3d 623, 625 (4th G r. 2004). However, while we review
the district court’s infringenment determ nation de novo, the
necessary underlying factual determ nations, including whether
there exists a |ikelihood of confusion between the marks, are

reviewed for clear error. See Int’'l Bancorp, LLC v. Societe des




Bains de Mer et du Cercle des Etrangers a Mnaco, 329 F.3d 359,

362-63 (4th Gir. 2003), cert. denied, 124 S. Ct. 1052 (2004).3

In their briefs and at oral argunent, both parties asserted
that the district court erred in disregarding their adm ssions
regarding |ikelihood of confusion and that they were entitled to a
finding that the other party had infringed on their marks.
However, we address only the fornmer issue in this appeal. Because
we conclude that the district court could not reach a result that
conflicted with the parties’ adm ssions under Rule 36, we vacate

the district court’s order and remand for further proceedings.

A
Before proceeding, it is wuseful to review the relevant

el enents of a claim for trademark infringenment under the Lanham

3This court has consistently held that the |likelihood of
confusion issue in an infringenment claimis an inherently factual
determ nation. See, e.q., Anheuser-Busch, Inc. v. L. & L. Wngs,
Inc., 962 F.2d 316, 318 (4th Gr. 1992). W recognize, however,
that a mnority of other circuits regard the issue as a m xed
question of fact and law, see, e.qg., Inre Majestic Distilling Co.,
Inc., 315 F.3d 1311, 1314 (Fed. Cr. 2004) (describing likelihood
of confusion “as a question of |aw based on findings of relevant
underlying facts”); Jet, Inc. v. Sewage Aeration Sys., 165 F.3d
419, 422 (6th Cr. 1999) (“[We review a trial court’s underlying
factual findings for clear error but review de novo whether these
facts indicate a |ikelihood of confusion.”); see also, 3 J. Thonas
McCart hy, MCarthy on Trademarks and Unfair Conpetition § 23:73
(4th ed. 2001), and that the split over this issue continues, see,
e.g., MMpnagle v. Northeast Winen’s Center, Inc., 493 U. S 901,
904 (1989) (WHITE, J., dissenting from denial of certiorari)
Heartsprings, Inc. v. Heartspring, Inc., 143 F.3d 550, 553 (10th
Cr. 1998).




Act. In order to establish trademark i nfringenment under the Lanham
Act, the conplainant nust show that: a) “it has a valid,
protectible trademark”; and b) “the defendant’s use of a col orable
imtation of the trademark is likely to cause confusion anong

consuners.” Lone Star Steakhouse & Saloon, Inc. v. Alpha of

Virginia, Inc., 43 F.3d 922, 930 (4th G r. 1995). The owner of a

trademark regi stered under 8 2 of the Lanham Act is entitled to a
presunption of validity, and if that mark has been in continuous
use for nore than five years, the validity of the mark ordinarily

becones i ncontestabl e. Val -Mart Stores, Inc. v. Samara Bros.,

Inc., 529 U. S. 205, 209 (2000). The parties’ reciprocal adm ssions
that their marks were confusingly simlar effectively reduced their
dispute to a litigation addressing a) whether either party had a
valid, protectible trademark and b) which had priority of use.
Because the district court’s denial of the parties conpeting
infringenment clains turned on a finding that their marks were not
confusingly simlar, in contravention of their adm ssions, both
parties request that we vacate the court’s summary judgnent order

and remand for further proceedi ngs.

B
For the followi ng reasons, we agree with the parties that the
court erred in disregarding their Rule 36 adm ssions. Under Rule

36, the parties to litigation may request from their adversaries
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adm ssions regarding purely factual matters or the application of

lawto facts, but not matters of law. See, e.qg., Inre Carney, 258

F.3d 415, 418 (5th Gr. 2001)." 8A Charles Alan Wight, Arthur R

MIller, & Mary Kay Kane, Federal Practice & Procedure, § 2255 & n. 8

(3d ed. 1999); see also Fed. R Civ. P. 36(a). The purpose of such
adm ssions is to narrow the array of issues before the court, and
t hus expedite both the di scovery process and the resolution of the

litigation. See Carney, 258 F.3d at 419 (noting the breadth of

what nmay be adm tted under Rule 36 “allows litigants to w nnow down
issues prior to trial and thus focus their energy and resources on
di sputed matters”).

The nmere fact that parties have attenpted to narrowthe i ssues
i n dispute through their adm ssions i s not necessarily controlling,
however. A district court is not bound by a party’s adm ssion that

addresses a purely legal matter. Ct. Carney, 258 F.3d at 418

(collecting cases for the proposition that “Rule 36 allows
litigants to request adm ssions as to a broad range of matters,
including ultimate facts, as well as applications of lawto fact,”
but not conclusions of |aw). Addi tionally, because “[i]ssues
change as a case devel ops, and the rel evance of di scovery responses
is related to their <context in the litigation,” according
conclusive effect to an admi ssion “may not be appropriate where
requests for adm ssions or the responses to them are subject to

nore than one interpretation.” Rolscreen Co. v. Pella Prods. of




St. Louis, Inc., 64 F.3d 1202, 1210 (8th Gr. 1995). As a result,

district courts are generally afforded discretion as to what scope
and effect is to be accorded party adm ssions under Rule 36. See

Johnson v. DeSoto County Bd. of Commirs, 204 F.3d 1335, 1341 (11th

Cir. 2000).
Nevertheless, a court’'s discretion in this area is not
unfettered. Rule 36 plainly states that “[a]lny matter admtted

is conclusively established unless the court on notion

permts wthdrawal ” of the adm ssion. Rule 36(b) (enphasis added).
Once nade, an admi ssion may be withdrawn only if: a) the w thdrawal
woul d pronote the presentation of the nerits of the action, and b)
al l owi ng the wi thdrawal woul d not prejudice the party that obtained

t he admi ssion. See Rule 36(b); Am Auto. Ass’'n (Inc.) v. AAA Leqgal

Adinic of Jefferson Crooke, P.C , 930 F.2d 1117, 1119 (5th G

1991). Thus, once a natter that is properly subject of an
adm ssi on under Rul e 36(b) has been adm tted during discovery, the
district court is not free to disregard that adm ssion. See Langer

v. Mmarch Life Ins. Co., 966 F.2d 786, 803 (3d Cir. 1992) (“Rule

36 adm ssions are conclusive for purposes of the litigation and are

sufficient to support summary judgnent.” (enphasis added)).*

“We are not confronted here with a situati on where the parties
have, for reasons known only to thenselves, stipulated to an
adm ssion that obviously msrepresents a material factual issue in
the litigation, and therefore do not address whether a district
court woul d abuse its discretion in declining to accord concl usive
effect to such an admission, or whether such a suit would
constitute an actual case or controversy.
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C.

Applied here, these principles indicate that the district
court was bound by the parties’ adm ssions that Adventis’s 918 mark
and CPH's 489 and 490 marks are confusingly simlar. As a
threshold matter, the |likelihood of confusion issue is “an
i nherently factual issue that depends on the unique facts and

ci rcunst ances of each case,” Anheuser-Busch, Inc. v. L. & L. Wngs,

Inc., 962 F.2d 316, 318 (4th Cr. 1992) (internal quotations
omtted), and thus presents a matter that nay properly be the
subj ect of a request for adm ssion under Rule 36(b). Indeed, the

Fifth Grcuit reached an identical result in Anerican Autonobile

Association v. AAA Legal dinic, in which the court held that

because the parties to an infringenment action had identified the

I'i kelihood of confusionissue as an “*undi sputed i ssue[] of fact,’”

the district court erred in sua sponte deem ng the adm ssions of

the defendant in that infringenent action to be wthdrawn, and
t herefore wi thout conclusive effect. See 930 F.2d at 11109. As
noted by the Fifth Crcuit, the conclusive effect of adm ssions
applies “evenif the matters admtted relate to material facts that
defeat a party’s claim” including the Ilikelihood of confusion
between simlar marks that are the subject of an infringenent

action |1d. at 1120.



D.

Because we nust vacate and remand the district court’s order
for further proceedings, we do not reach the parties’ assertions
that the facts and |law are clear enough to permt this court to
remand the case wwth instructions to enter judgnent in favor of one
party or the other. As noted above, the parties have in | arge part
reduced their conpeting Lanham Act clains to a dispute over

priority of use. Cf. United Drug Co. v. Theodore Rectanus Co., 248

US 90, 100 (1918) (“[T]he general rule is that, as between
conflicting claimants to the right to use the sanme mark, priority
of appropriation determ nes the question.”). Because there is
i nadequate evidence in the current record on which to resol ve the
parties’ various argunents regarding priority, we do not reach the

remai ning issues, including, inter alia, whether Adventis's 918

mark is a colorable imtation of CPH's 643 mark, whether CPH may
refer back to its 643 mark under the doctrine of tacking for

pur poses of establishing priority of use, see Van Dyne-Crotty, Inc.

v. Wear-Guard Corp., 926 F.2d 1156, 1159 (Fed. Gr. 1991)

(di scussing tacking); see al so Honeowners G oup, Inc. v. Honme Mtaq.

Specs., Inc., 931 F.2d 1100, 1106 (6th Cr. 1991) ("Honmeowners

cannot make out an i nfringenment case agai nst Speci al i sts by show ng
ownership of one mark (the initials HVS al one) and a |ikelihood of
confusion based on a conparison between a different mark (the

HVS-r oof design mark) and Specialists’ marks.”), and whether an

- 12 -



application of the tacking doctrine results in abandonnent of the

earlier mark, see, e.d., lowa Health System v. Trinity Health

Corp., 177 F. Supp. 2d 897, 917-23 (N.D. lowa 2001). These matters

must be left to the district court in the first instance.

L.

For the foregoing reasons, we vacate the district court’s
order denying the parties’ cross-notions for summary judgnent as to
their clains of infringenment under the Lanham Act and remand to t he
district court for further proceedings consistent with this

opi ni on.

VACATED AND REMANDED




LUTTIG Circuit Judge, concurring in the judgnent:
| amsufficiently unclear as to the reasons for the ngjority’s
hol di ng, and therefore the inplications of the court’s decision,

that | sinply concur in the judgnent reached by the court.



